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For the purpose of recapitulating the chief points

of our main brief and putting them in the most

condensed form so that the court can gather their

import at a glance, we are filing this supplementary

brief. At the same time we shall add a few words

regarding the opinion of the lower court, a matter

which was not touched upon in our main brief.

PIONEER CHARACTER OF THE INVENTION.

That the Cottrell & Speed process is an invention

of a pioneer character admits not of a doubt. This is

practically conceded by defendant's expert, Prof.

Cory (Rec. 321). These patentees are the inven-



tors and discoverers of a wholly new art, to wit, the

art of electrical dehydration of petroleum emul-

sions. Prior thereto dehydration of such substances

had been attempted by gravity settling, by heating

the mass, by centrifugal action, and by distillation

(Schmidt, 129 et seq.). The patent makes refer-

ence to these processes. The electrical method of

dehydration began with these patentees. They cre-

ated the art of electrical dehydration of petroleum

emulsions. Their patent is in the truest sense of

the term a pioneer patent. Consequently, it is en-

titled to a broad and liberal interpretation. That

rule is set forth in all its fullness in the case of

Morley Machine Co. v. Lancaster, 129 U. S. 263, and

is so familiar that it needs no further comment.

It was followed by this court in Yon Schmidt v.

Bowers, 80 Fed. 121.

"The object of the patent law is to secure to

inventors a monopoly of what they have actu-

ally invented or discovered, and it ought not to

be defeated by a too strict and technical ad-
herence to the letter of the statute, or by the

application of artificial rules of interpreta-

tion."

Topliff V. Topliff, 145 U. S. 171.

Defendant's construction of the claims does vio-

lence to this rule of law. It is strained and artifi-

cial, and if followed would deprive the patentees of

the full benefit of the invention which they made.

To adopt the defendant's construction would so

emasculate the patent as to render it worthless.

This is contrary to the policy of the law.



DEFENDANT'S CONTENTION.

In substance defendant's contention is that the

claims in issue are limited to a process in which

the formation of complete chains connecting the

electrodes is prevented. That is to say, that the

fundamental object of the Cottrell invention is to

prevent the formation of such chains. In contrast

to this it is argued that in the defendant's process

such chains are formed, but immediately afterwards

disrupted. In the one case, it is said, there is no

formation of such chains at all: in the other, there

is a formation of such chains followed by immediate

disruption.

In other words, it is argued that the Cottrell con-

cept is a means for preventing the formation of

these chains—an anti-chain forming process pure

and simple.

This contention is based on defendant's construc-

tion of the following clause of the claims:

''And at the same time prevent the coalescing

globules from forming complete chains short-

circuiting the electrodes."

Reading this clause in connection with its neces-

sary antecedent recited in the first part of the

claim and eliminating for the time being the matter

of coalescence, it is plain that the claims contem-

plate the use of

**a source of electricity of sufficient voltage
^ * ^ to prevent the coalescing globules from
forming complete chains short-circuiting the
electrodes".



What is the proper construction of this clause?

Defendant's contention is that it is a prohibition

on the formation of complete chains connecting the

electrodes. Such construction is erroneous.

In the first place the language of the claim is not susceptible

of such construction.

That language does not say complete chains con-

necting the electrodes; but complete chains short-

circuiting the electrodes. This means that the

chains which are to be avoided are chains of such

character as will short-circuit the electrodes ; in fine,

short-circuiting chains. Such is the plain meaning

of the language itself, and the reason therefor is

found in the specification, which teaches us that

if the voltage is too low the chains will short-circuit

the electrodes and thereby put the apparatus out of

commission.

It is a cardinal rule that when the language of a

claim is plain and unambiguous the court will give

to it the meaning which its language implies. In

such case there is no room for construction. In

Keystone Bridge Co. v. Phoenix Iron Co., 95 U. S.

274, the Supreme Court laid down the rule as

follows

:

"When a claim is explicit the Court can not
alter or enlarge it."

Here the claim is explicit in calling for "short-

circuiting" chains, and there is no warrant in law

for disregarding the word "short-circuiting" and



substituting in place thereof the word "connect-

ing:"

The only matter which can properly be considered

in this connection relates to the meaning of the

word "short-circuiting". This matter has been

taken care of in the main brief and need not be

further adverted to here. The only point we are

making now is that the language of the claims calls

for the prevention of "short-circuiting" chains and

not for any other kind. A chain which connects the

electrodes, but is blown up and destroyed instan-

taneously on such connection being made, is not a

"short-circuiting" chain.

In the next place the construction suggested by defendant

would define an impractical and impossible process, in-

capable of actual practice, and, consequently the claims

would be void for want of utility.

In the operation of this process water chains

will inevitably form. Indeed it is impossible to

prevent their formation. The specification clearly

shows this, and all the experts admit it. These

chains begin to form on the two electrodes and ex-

tend outwardly like filaments of yeast cells until

their opposite ends approach near enough to form

a junction, and at that instant they constitute com-

plete chains connecting the electrodes, but are im-

mediately blown up and destroyed, thereby pre-

venting short-circuiting. Hence, they are not

"short-circuiting" chains. This is the law of the

process as shown in the patent. It cannot be cir-
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cumvented. Yet the defendant's construction would

define a process which prevents or attempts to pre-

vent this chain-forming operation. If the claims

were susceptible of such construction as a matter of

language, then it would define an impossible pro-

cess, one contrary to electrical laws, and the claims

would necessarily be void for want of utility. Such

result will not be tolerated.

Where the language of a claim is susceptible of

two constructions, one of which vitalizes while the

other paralyzes the grant, the latter will be rejected

and the former adopted. This is a cardinal rule of

construction. The rule is thus stated by the Court

of Appeals of the Eighth Circuit in National HoTlotv

Brake Beam Co. v. IntercJiangeahle Brake Beam
Co., 106 Fed. 715-16, viz.

:

"That interpretation which sustains and
vitalizes the grant should be preferred to that
which strikes down and paralyzes it."

Subsequently the same language was used in

Kryptok Co. v. Stead Lens Co., 207 Fed. 95, and

214 Fed. 377. There are many other cases to the

same effect, but further citation is unnecessary, as

the principle of law is an elementary one.

And finally, the electrical phenomena in both processes are

identical and language which appropriately defines one

defines the other.

In the defendant's process complete chains are

formed bridging the electrode gap, and immediately

thereupon current flows through the same and dis-



rupts them. Identically the same thing occurs in

the Cottrell process, because his specification dis-

tinctly shows that when his chains are ''closed or

just as they are closing between the electrodes",

they are disrupted by electrical action. In neither

case is a short-circuit created, because in both cases

the voltage prevents such short-circuiting by dis-

rupting the chains. Consequently, in both cases

there is a prevention of such complete chains as will

short-circuit the electrodes. Why concern our-

selves, therefore, about terminology or fine phrases

or nice distinctions or matters of that kind, when

we find that in substance the things occurrring in

the two processes are identical and that the lan-

guage used in the claims is as descriptive of one as

of the other?

THE LUCILE TREATER.

As an argument in support of his contention that

the patent in suit is void for want of utility, the

defendant asserts that the Lucile Treater, which

was the first one erected by the plaintiff and which

corresponded in detail with the process patent in

suit, proved to be a failure and that the construc-

tion which it embodied was subsequently aban-

doned because of such failure.

This contention is erroneous. The Lucile Treater

construction was not a failure, but on the contrary

was a success. It is true that certain structural

defects became manifest when the treater was first
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installed, but these defects were purely structural

and were quickly remedied without changing the

process. A brief reference thereto may not be

.uninteresting.

The Lucile Treater was constructed in accord-

ance with the drawings of the patent in suit having

a stationary inner electrode.

The witness Schmidt, who was personally con-

cerned with that treater, describes the same in de-

tail. As originally installed it contained a cylin-

drical inner electrode which extended nearly to the

bottom of the treater. He says it was too long

(Rec. 137), and the defendant's witness Truitt says

it was perhaps twelve feet in length (Rec. 264).

This proved defective, because in the bottom of the

treater large masses of freed water necessarily col-

lected and this tended to short-circuiting. The wit-

ness Schmidt says of this (Rec. 137) :

" * * * In fact, I might say that one diffi-

culty that was encountered w^as that this irnier

electrode was made too long, so that there was
a tendency of the big heavy gobs, when they
reached the bottom, to slow up in speed, and
then piling up vertically between the lower
water here and the lower edge of the electrode,

tend to bridge the gap."

As soon as this defect was noticed it was cor-

rected by cutting off the lower portion of the elec-

trode leaving a stump about four feet projecting

beneath the surface (Schmidt, 116). This was the

natural and obvious thing to do. When a thing is

too long for a certain purpose the obvious thing



to do is to cut it off and make it shorter. Were

any judicial authority needed for so palpable a

proposition it will be found in the case of Crown

Cork mid Seal Co. v. Alummum Copper Co., 108

Fed. 849. There a machine had been made in ac-

cordance with the drawings of a patent and it

proved unsuccessful because of the fact that a cer-

tain flange was too short. As soon as this short

flange was put in operation the deficiency was mani-

fest, and thereupon the same was removed and a

longer flange substituted which proved successful.

In other words, a device which was too short was

made longer, and the court said that an increase of

the length of the flange was so obvious that no in-

ventive faculty was necessary to suggest it.

Apply the reasoning of this case to the facts in

hand. The inner electrode was too long, in fact

it extended into the accumulated free water at the

bottom of the treater and tended to short-circuiting.

This difficulty was overcome by cutting off the lower

end of the electrode. Such remedy was an obvious

one and it required no more inventive thought to

suggest it than the suggestion to cut off a few

inches from the bottom of a pair of trousers which

are too long for the wearer.

But another difficulty was encountered in the

Lucile treater due to the presence of large gobs of

free water carried by the oil which collected on the

inner electrode and tended to short-circuiting. These

gobs of free water were anywhere from one-half to

several inches in size (Schmidt 136), and it is ap-
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parent that if they were allowed to accumulate and

grow in size the time would soon come when they

would bridge the electrode gap, because said gap

was only about four inches wide (Schmidt 134). To
obviate this difficulty and take care of these gobs

of free water, there was attached to the stump of

the original inner electrode after its lower end had

been cut off, a double-walled wire mesh cylinder of

conical form, and between the walls of the wire

mesh cylinder was placed a cloth bag, which ab-

sorbed the large gobs of water and drained them

off by capillary action (Schmidt 113 et seq.)- This

device was known as the "wetted septum", and is

covered by Cottrell's other patent. No. 987,114 (Rec.

500 et seq.).

The action of that septum was entirely mechanical

and had nothing to do with the electrical process of

dehydration because the electrical effect is the same

with or without the septum (Schmidt 114). The

septum was merely a mechanical contrivance for

draining off by capillary action those large gobs of

free water which were found in that particular oil

(id.). In oils where these free gobs do not exist,

there is no occasion to use the wetted septum, and

in those instances it is not used. Now, after these

changes were made in the original Lucile treater,

the device operated with complete success. The out-

put of clean oil was between 400 and 500 barrels

per day (Schmidt 115). Large ponds of untreated

emulsified oil had been collected by the company,

which theretofore had not been amenable to treat-
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ment by any other process. This oil contained

approximately 16 per cent of water and was suc-

cessfully dehydrated by the Lucile treater and con-

verted into commercial oil having less than two per

cent of water (Schmidt 115-16). It operated for

three and one-half years and dehydrated all the oil

that had been collected for years in the large sumps

and ponds at Lucile, and according to the witness

Schmidt saved the life of the Lucile Oil Company.

At page 114 he says

:

'^It might be of interest to state, in view of

the various questions asked in court this morn-
ing, that when the plant was constructed the

company had spent practically its last dollar on
the building of sumps and settling tanks; none
of the oil could be marketed, as it carried about
sixteen per cent of water in emulsified form;
consequently, the company had no finances and
had no possibility of receipts, and on the day
that the process went into operation the last

settling sump was just about to overflow, and
the plant went into complete operation, success-

ful operation, by throwing in a switch, the first

time. The work was in direct charge of Buck-
ner Speed at the time, and in fact it was this

treater that saved the existence of the Lucile

Oil Company; I do not think that is an exag-

geration.
'

'

In view of this testimony it is manifest that the

charge of inoperativeness, failure, and abandonment

of the Lucile treater is wholly unjustified.

Another point of importance in this connection is

that the inner electrode of the Lucile treater both

before and after the changes was always a stationary

electrode and never did rotate. Defendant contends
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that the rotating electrode, which was subsequently

devised and patented by the patentees, is the device

Avhich has made their apparatus a success and that

the stationaiy form of electrode shown in the patent

in suit is inoperative. But this contention is over-

thrown by the fact heretofore adverted to, viz : That

the Lucile treater operated^ with success and that its

inner electrode was never made to rotate but was

always stationary.

It is true that in subsequent installations the

plaintiff used a rotating inner electrode which

proved more economical and efficient in practice;

but this does not disprove the fact that the sta-

tionary inner electrode of the Lucile plant was a

success both theoretically and commercially. The

rotating electrode was adopted in subsequent in-

stallations because it is an improvement over the

stationary form. The witness Eddy places its in-

creased efficiency at from 15 to 25 per cent (Rec. 80).

The utmost, therefore, that the defendant can

claim is that the original form of treater w^as not

as satisfactory in practice as the subsequent im-

provements. This is generally the case with inven-

tions of a pioneer character. The first apparatus

installed generally proves defective in some par-

ticulars, and it is not derogatory to the character

of the invention that such defects are subsequently

cured by improvements. It is of no moment that

the particular form illustrated in the patent is not

perfect in operation, nor as efficient as subsequent

improvements can make it.



13>

This is elementary law, the rule being that utility

is not negatived because the first machine made

does not work perfectly and that subsequent im-

provements have made it work better. Walker on

Patents^ (5th Edition) Section 79, says:

*' Indeed, patents are never held to be void
for want of utility merely because the things

covered by them perform their functions but
poorly. '

'

The doctrine is illustrated in the leading case of

Mergenthaler Linotype Co. v. Press Pub. Co., 57

Fed. 505. There it appeared that the machine as

shown in the patent worked poorly and did not pro-

duce a perfect result. Tliis was seized upon by the

defendant as a ground of attack. The contention

was overruled, and Judge Coxe said:

''Such a proposition, if sustained, would con-

demn to obscurity some of the greatest works of
human genius. A great poem may be marred
because the meter halts at times, but it is a

great poem still. Even the masterpiece of

Rubens was improved by the touch of his pupil

Van Dyck. It is true that the first specimens
produced by the Mergenthaler machine are

wanting in 'perfect justification'. They did

show, how^ever, that a great advance had been
made in the art of printing even though the

words were not spaced apart so as to be mathe-
matically uniform at the extreme ends. The
defect was one that was at once suggested by
printers, and the patentee and others immedi-
atelv set to work to remedy it. This was not

a difficult task and was soon accomplished.
* * *

"Concede that the machine when first pro-

duced was not perfect and that to Schuckers be-
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longs the credit of producing the spacers which
made it perfect. Cui honof It would certainly
be a novel doctrine to deny to an inventor the
fruits of a broad invention because the machine
Vv^hich first embodied it was rudimentary in

character and failed to do as good work as
improved machines made subsequently. None
of the great inventions could survive such a test.

Ten years after the invention of Howe the ma-
chine first made by him would hardly have sat-

is fied the least exacting sewing woman. The
Dodds and Stephenson locomotive would, only
a short time after its construction, have been
discarded as behind the age even by the savages
of Tasmania. The telephone of Bell is not the
perfected telephone of commerce, the Morse
telegraph is looked upon today as an interesting

antique. And yet it would be an miheard of

proposition to withhold from these illustrious

men the credit they deserve because their ma-
chines w^ere crude at first and were improved
afterwards. The lines in the copy produced by
the first Mergenthaler machine were liable to

vary by one sixty-fourth of an inch. This was
not perfect and printers complained. The de-

fect was remedied by substituting expansible

space bars for the old-fashioned unadjustable
space bars so that the line of matrices could be

pressed out to the end with perfect accuracy and
lines of type cast therefrom of exactly the same
length. * * * These space bars are unques-
tionablv an important adjunct to the combina-
tion. They round out the invention and make
it perfect. It may also be conceded that they

are ingenious devices requiring invention to

produce, and that the credit for them belongs

to Schuckers and not to Mergenthaler; but to

assert that the former is the pioneer inventor

and the latter an unsuccessful buns^ler seems to

the court very far from the truth. Mergen-
thaler produced the 'Linotype', Schuckers—if

(he made th(e spacers—^improved it, but Schuckers
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was no more its originator than a proofreader
is the author of a book whose errors of spelling

and punctuation he has corrected."

The doctrine was applied by this court in the case

of Von Schmidt v. Botvers, 80 Fed. 122. There it

appeared that the first machine which Bowers made

proved to be defective, and for that reason was

thrown into the scrap heap. It did, however, illus-

trate the principle of the Bowers invention, and in

the second machine which was built the defects of

the first one were avoided, thereby making the sec-

ond Bowers machine a complete success. At page

150 of the report this court quotes the decision in

the Mergenthaler case just cited. Subdivision 12 of

the syllabus is framed in the following language:

"The fact that the first machine built by a

patentee, whose patent is sued on, was not suc-

cessful in operation, is unimportant, and no rea-

son for denying him relief, especially where his

subsequent machines have proved successful in

practice.
'

'

Uniform v. Non-Uniform Field.

Another contention relied on by defendant is that

the electrostatic field of the patent in suit is uni-

form in character, whereas the field of defendant's

treater is non-uniform, and it is argued that this

non-uniform field results in a different mode of

operation.

In the defendant's treater the electrostatic field

comprises two zones of different intensity, one lying

between the rims of the opposing discs, the other
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lying outside of that area. Plaintiff's Exhibit 14

(Rec. p. 496) shows this, and Schmidt's testimony

at page 420 et seq. explains the exhibit.

We submit that the distinction sought to be made
by defendant is purely fanciful and without founda-

tion. The process going on in the more intense zone

of the defendant's treater is the Cottrell process.

Witness Schmidt, at page 429, sums up the matter

as follows:

''To the best of my judgment such non-uni-
formity does not introduce any new or distinct

operation, and at best can only be considered
as causing an irregular operation, so far as the
individual water particles are concerned, as the
emulsion passes through the treater. So far as
I can see there is no new principle or new action

introduced in the operation of the treater.
'

'

And at page 425 the witness Schmidt, when dis-

cussing the action going on in defendant's so-called

non-uniform field, says

:

"At the same time, it must be understand
that the action is entirely similar throughout ; it

is only a matter of degree, and not of kind."

But difference in degree does not avoid infringe-

ment. In section 338 of Walker on Patents it is

said:

"An addition to a patented process does not
avert infringement, even where the addition is

an improvement."

He cites five cases in support of the statement,

and he might have added an additional one, Tilgh-

man v. Proctor, 102 U. S. 731. The substance of
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that decision is that the mere addition of something

to a patented process for the purpose of improving

it does not avoid infringement, and that too with-

out respect to whether the patented process is

** modified or unmodified by the supposed improve-

ment. '

'

In such case the court said it was idle to deny

infringement, adding this language:

"The introduction of an improvement gives

no title to use the primary invention upon which
the improvement is based."

And in the leading case of Morley Machine Co. v.

Lancaster, 129 U. S. 263, the Supreme Court adopts

the following quotation from an English case as

correct law:

" * * * it is obvious that additions may
be an improvement, and that omissions may be

an improvement, but the mere fact that there is

an addition, or the mere fact that there is an
omission, does not enable you to take the sub-

stance of the plaintiff's patent. The question

is not whether the addition is material, or

whether the omission is material, but whether
what has been taken is the substance and essence

of the invention."

And in the ease of Winans v. Denmead, 15 How.
330, so often cited, the court said:

"It is not necessary that the defendant's cars
should employ the plaintiff's invention to as
good advantage as he employs it, or that the
results should be precisely the same in degree.
It must be the same in kind, and effected by
the employment of his mode of operation in
substance."
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This court has frequently considered the matter,

and in Von Schmidt v. Boivers, 80 Fed. 121, said

:

''All subsequent machines which employ sub-

stantially the same means to accomplish the

same result are infringements, notwithstanding
the subsequent machine may contain improve-
ments in separate mechanism w^hich go to make
up the machine."

OPINION OF THE LOWER COURT.

We have carefully considered this document and

believe that the learned judge of the lower court

has fallen into a grievous error. The opinion ap-

pears to be founded on the following two proposi-

tions, viz.

:

1. The primary object of plaintiff's process is

to prevent the formation of tvater chains connect-

ing the electrodes^ and this is attained hy the down-

ward flow of the emulsion and rotation of the inner

electrode; whereas in defendant's process the main

object sought is the actual formation of such chains,

and that is attained hy the upward flow of the emul-

sion and non-rotation of the inner electrode^ there-

by inducing a condition of comparative quiescence

in the liquid without any churning action, which

condition encourages short-circuiting.

2. The process of the plaintiff is purely electro-

static and excludes electrolytic action, whereas the

process of the defendant includes electrolytic action.

In other words, one process is electrostatic; the

other electrolytic.
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Both of tliese propositions, we submit, are erron-

eous. The first one involves an error of fact as

well as of electricity. In his opinion (Rec. 454)

the learned judge says

:

"In the plaintiff's treater, mounted upon a

shaft in the center, is a rotating electrode, de-

signed to prevent short-circuiting between the

electrodes due to the formation of chains of

water globules, by agitating or stirring the

emulsion and thereby limit, retard or break up
the formation of the chains of water globules."

Then the opinion proceeds to point out immediately

thereafter that the inner electrode of defendant's

treater is stationary, consisting of disks mounted

on a stationary shaft, thus pointing out a distinc-

tion between a rotating and a stationary inner elec-

trode.

Then further along in the opinion (Rec. 455)

it is said of plaintiff's treater:

'

' The emulsified material enters the plaintiff 's

treater at the top through a pipe and the down-
ward flow of the material operated upon by the

rotating electrodes prevent the formation of

chains of water globules, preventing short-cir-

cuiting between the electrodes."

And at the bottom of said page 455 and top of

page 456 in contrasting the two processes, it is said

:

"The mode of operation of defendant's ap-

paratus provides for an upward flow of the

emulsion through the treater for the purpose of

encouraging short-circuiting, a quiet flow, with-

out churning action being conducive of a coal-

escence of the water globules in the electrostatic

field, inducing electrolytic action."
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This is surely error. The plaintiff's patent in

suit does not have a rotating inner electrode. On
the contrary it has a stationary inner electrode, and

thus we see that the learned judge committed an

error of fact in the quotations supra. The rotating

electrode, which is now used by the plaintiff in

actual practice, is covered by a subsequent patent

(No. 987,117, Rec. 505) and is not sued on in this

case. Probably this error of the learned judge is due

to the fact that he personally inspected one of

plaintiff's treaters in operation, which treater

utilized the rotating electrode. In fact the opinion

says (Rec. 454) :

"The testimony however related to the re-

spective treaters in the present condition of
operation, and it seemed to me the issue upon
the trial was between the process and apparatus
as employed."

In other words, the judge compared the rotating

electrode process, which he saw in actual operation,

with the process of defendant, and held that such

rotating electrode process was different from the

defendant's process, instead of comparing the pro-

cess of the patent in suit, which uses a non-rotating

electrode, with the defendant's process. The opin-

ion, therefore, shows on its face that in this respect

it is based on an error of fact, an error which is

plain and palpable.

And still further, the opinion is erroneous in this

connection in ascribing to the plaintiff's process

the downtvard flow of the emulsion as a funda-

mental characteristic. It is quite true that the spe-
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cification shows and illustrates a downward flow,

but that is described merely as the best mode of

producing the result. It is no part of the claims 1,

2, 3 or 7 of patent No. 987,115. In claims 1 and 2

the language used is "bringing the material to be

treated betw^een the electrodes". In claim 3, it is

"causing the material to be treated to flow between

the electrodes". In claim 7, it is "passing the

material to be treated betw^een the charged elec-

trodes, substantially as described". Therefore, as

to claims 1, 2, 3 and 7, which are the only claims

charged to be infringed by the defendant's second

apparatus, the argument based on the downward

flow fails.

Only claim 4 of the patent in suit calls for a

downward flow; but in that connection we call

attention to the fact that in the defendant's first

treater, and also in the McNear and Bowles patent,

the material has a downward flow, not an upward

flow.

Therefore, the case stands as follows in respect

of this matter of downward flow. The first treater

of the defendant not only infringes upon claims 1,

2, 3, and 7, but also upon claim 4, because that

treater utilizes the downward flow. The second

treater of the defendant, which is the one now
operated, infringes only upon claims 1, 2, 3 and 7,

and does not infringe upon claim 4 because it

utilizes the upward flow.

The learned judge seems to have lost sight of

these facts, and to have considered that all of the
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claims of the patent in suit called inter alia for a

downward flow.

And right here we call attention to the fact that

the lower court made no adjudication, at least not

in terms, on the question of infringement by the use

of the defendant's first treater. That first treater

is shown by plaintiff's exhibit No. 6 (Rec. 488) and

the McNear-Bowles patent, defendant's exhibit D
(Eec. 509-12). That treater was the one which

formed the basis of the present suit. On its prima

facie case that was the only treater brought forward

by the plaintiff as the infringement complained of.

It was the defendant who brought to the notice of

the court the second treater and that was done after

the plaintiff rested and when the defence was intro-

duced. In other words, the defendant volunteered

the information that it was using the second treater

and invited a determination thereon as to the ques-

tion of infringement.

The decision makes no mention of the first in-

fringing treater, which was the one at which the

suit was aimed. It deals only with the second

treater, and holds that the operation of the second

treater does not infringe the process patent, and

that the treater itself does not infringe the mechan-

ical patent. The lower court seems to have lost

sight of the defendant's first treater entirely, and

in our assignment of errors we have alleged as error

the failure of the court to adjudicate that question

(Assignments 5-9, Rec. 465). This error alone is

sufficient for a reversal. The lower court should
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have found upon this omitted issue. It was a

material issue and should have been adjudicated.

As to the second proposition above referred to,

viz. : that the process of the plaintiff is purely elec-

trostatic and excludes electrolytic action^ whereas

the process of the defendant includes electrolytic

action, we say that this is also error. This matter

has already been taken care of in our main brief,

and we do not deem it necessary to dwell further

thereon. We refer to it here merely as showing

that the learned judge of the lower court fell into

an error regarding the electric laws involved in this

process. It is clear from the Cottrell specification

that water chains do form bridging the electrode

gap, and that immediately upon their formation

current flows through and disrupts them. The spe-

cification describes how these chains are formed

when examined under a microscope, saying:

''Under these conditions the water drops of
globules in the oil immediateh/ commence to

arrange themselves in chains extending out
from each electrode toward each other, strongly
suggesting filaments of yeast cells as seen in a
fermenting liquor. Rapidly following the for-

mation of the chains comes a coalescence of the

adjacent globules in each chain, and as the chain
accumulates new particles, chiefly at the free

ends, the drops nearest the electrodes become
the largest, successive members of the chain
diminishing fairly regularly in size as the free

end is approached."

And further along in the specification, these

chains are referred to as ''when closed or just as

they are closing between the electrodes".
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It is clear, therefore, that in the patented process

chains do form connecting the electrodes; but as

soon as they are formed they are instantly disrupted.

This is precisely what takes place in the defend-

ant's process. Consequently, when the learned judge

said (Rec. 458) :

^'To my mind, the conclusion is inevitable
that the process of the defendant operates dif-

ferently from the process of the plaintiff"

he must have been referring to the rotating electrode

process covered by the subsequent patent. That he

was referring to such rotating electrode process is

apparent, for those portions of the opinion already

quoted are to the effect that the plaintiff's process

utilized a rotating electrode and that the plaintiff's

process which was personally examined utilized a

rotating electrode. On no other hypothesis can the

conclusion above referred to be considered. That it

was a plain and palpable error we respectfully sub-

mit.

The court likewise erred, we submit, in holding

that in the defendant's process there was short-

circuiting of the electrodes, and that the form of

construction used was ^'for the purpose of encour-

aging short-circuiting". We insist that no short-

circuiting wdthin the true intent and meaning of that

term occurs in either process; but as this matter

has been taken care of in the main brief, we shall

not dwell on it here. What we insist on with empha-

sis is that the electrical phenomena occurring in the

two processes are identical and that the language of
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the claims covers one process as ivell as the other.

Applying different names to the same thing does not

change the thing itself, and in substance this is what

the defendant seeks to do.

Dated, San Francisco,

April 19, 1919.

Respectfully submitted,

John H. Miller,

Attorney for Plaintiff-Appellant.

p. P. Fish,

J. H. Beickenstein,

Of Counsel.




